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Broadened claims outside the two year statutory period under 35 U.S.C. 251 
Claims 40 and 3-8 are rejected under 35 USC 251 as being broadened in a 
reissue application filed outside the two year statutory period. 

Cancellation of a phrase ( a comonomer that copolvmerizes with methyl 
methacrylate ) recited in the examined and original claim 1 broadens scope of claim 40 
since said claim 1 would require presence of methyl methacrylate witin a matrix of 
polymethylmethacrylate (PMMA) as evidenced by the disclosure throughtout 
specification and method claims and by the cancelled phrase, but said claim 40 does 
not require copolymerization of said methyl methacrylate with the recited comonomer. 

New matter rejection under 35 U.S.C. 251 

Claims 40 and 3-8 are rejected under 35 USC 251 since broadening of subject 
matter is considered new matter. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 39 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for an article obtained from a composition comprising 
pigments, does not reasonably provide enablement for the composition recited in claim 
29. The specification does not enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make the invention commensurate in scope 
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with these claims. Use of the composition recited in claim 29 (PMMA, a comonomer and 
crosslinker (and may be methyl methacrylate)) would not yield an article with a granite 
appearance since pigments are needed in order to have scuh granite appearance as 
evidenced by the instant examples. Thermoforming only requires heating in order to 
change shape. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3-8 and 29-40 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 40 recites a comonomer and said comonomer would require another 
monomer. But, no monomer is recited in claim and said comonomer could be 
crosslinked with polymethylmethacrylate in particles (b) with a crosslinker. Thus it is 
confusing and indefinite. 

Claim 29 recites "a comonomer comprising an ethylenically unsaturated 
monomer that copolymerizes with methyl methacrylate", but claim does not recite any 
presence of said methyl methacrylate. Thus, it is confusing and indefinite since it is 
unclear whether said methyl methacrylate is present or can be added later on (scope of 
claim is unclear), 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-8 and 39 are rejected under 35 U.S.C. 103(a) as obvious over Kishida 
et al (JP 59-38253A). 

Claims 3-8 and 20-40 are rejected under 35 U.S.C. 103(a) as obvious over 
Kishida et al (JP 59-38253A) in view of Buser et al (US 4,1 59,301 ). 

Both of above rejections are maintained for reason of record with following 
response. 

Applicant's response and 1 .132 declaration have been considered, but found 
unpersuasive as following reasons; 

1 . Swell ratios with time in Fig. 1 are not claimed limitation, and the limitation 
found in specification does not limit scope of claims. 8% comonomer with 40 minutes 
show a swell ratio of about 2.5 and 12% comonomer with 40 minutes show a swell ratio 
of about 3.1-3.2. However, such swell ratio would be expected since a higher amount 
of a commoner would have yielded a faster swelling. Another words, it would take a 
less time to obtain the same swell ratio with respect to a composition having a lower 
amount of a comonomer. Furthermore, it would be expected to take less than 40 
minutes in order to obtain said swell ratio of about 3.1-3.2 for a composition with 30% 
comonomer, for example. 

The art of record, Kishida et al (JP 59-38253A), also teaches swell ratio of 3-25 
at page 2 of English translation, and thus modification (such as the asserted swell ratio 
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even though it is not claimed limitation) of said JP is a prima facie obviousness since JP 
teaches the swell ratio of the instant Fig. 1 . 

2. For swell ratio of about 4, 12% comonomer takes about 70 minutes and 8% 
comonomer takes about 130 minutes and one can obtain the same swelling ratio for 
different amounts of comonomers given different times, but again, such time is not 
claimed limitation. 

Applicant's asserted properties (such as a faster curing time, extent of swelling 
and swelling time thereof, desired granite appearance (subjective expression) and 
thermoforming temperature) in PP 7 of the declaration are not claimed limitation, and 
thus said assertion has little probative value. 

3. Even if said Fig. 1 and declaration had some probative value, the scope of 
claims is broader than the showing with respect to particular comonomer(s) and 
crossl inker used therein. 

4. The mandatory components used in JP are same as in the instant invention, 
and thus an article would have the same structure. Applicant called said article having 
a granite appearance, and the article of JP would have a granite appearance. Thus, it 
would meet the instant claim 39. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tae H Yoon 
Primary Examiner 
Art Unit 1796 



THY/April 16, 2008 



/Tae H Yoon/ 



